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Examiner CHANG, Joseph Group Art Unit: 2817 
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Mail Stop AF 
Commissioner for Patents 
PO Box 1450 

Alexandria, VA 22313-1450 



REMARKS IN SUPPORT OF 
THE PRE-APPEAJLr BRIEF REQUEST FOR REVIEW 

Dear Sir: 

In response to the Final Office Action mailed December 28, 2005 (hereinafter, 
6 the Final Action 51 ) and the Advisory Action mailed March 10, 2006 (hereinafter, "the 
Advisory Action")> and pursuant to the Notice of Appeal and Pre-Appeal Brief Request 
for Review submitted herewith, the Applicants request review of the following issues on 
appeal. 

Claims 1-4— The cited art fails to disclose the recited elements of "a 
rectifier"and "a reference output to provide a rectified signal" 

Claims 1-4 are rejected under 35 U,S.C. Section 102(b) as being anticipated by 
Nakamiya (U.S. Patent No. 6,166,609). Claim 1 recites "a rectifier comprising an input 
coupled to the oscillation output, and a reference output to provide a rectified signal." 
This element is not disclosed by Nakamiya. According to the Final Action, item 30 of 
FIG. 1 of Nakamiya discloses a rectifier. Final Action, p. 2. However, Nakmiya plainly 
discloses that item 30 is not a rectifier, but instead is a switching element. Nakamiya, coL 
6, lines 38-40 ("switching element 30 for blocking the output at the output stage of the 
signal inversion amplifier 20.") Nakamiya fiither teaches that <4 the output-blocking 
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switching element 30 is provided in the output stage of the signal inversion amplifier 20 
of this embodiment so that, when the transistor 40 is controlled to be off, this output- 
blocking switching element 30 is also used to provide off-control" Id, col. 6, lines 46-53 
(emphasis added). Thus, Nakamiya explicitly discloses that hem 30 is a switching 
element used to provide off-control, not a rectifier as disclosed in the claims. 

The Final Action alleges that the element 30 is a rectifier because a rectifier is "a 
device that corrects [an] incoming signal." Final Action, p. 2. Applicant respectfully 
submits that the Final Action's understanding of the term "rectifier" is in error. As 
indicated by the exemplary definitions submitted as Appendix I of Applicant's Response 
to Final Office Action, rectification involves conversion of an alternating current (AC) 
signal to some form of a direct current (DC) signal, such as by half- wave rectification or 
full-wave rectification. The output of a typical rectifier is a pulsing DC signal or a 
constant DC signal. Thus, the Final Action's interpretation of the claim term "rectifier" 
is inconsistent with the ordinary and customary meaning that the PTO rausgt accord to 
the term "rectifier " See MPEP Section 21 1 1 .2. 

Further, claim 1 recites that the rectifier includes a reference output to provide a 
rectified signal. Switching element 30 of Nakamiya does not include such an output. As 
illustrated by FIG. 1 of Nakamiya, switching element 30 provides an output signal 
labeled V D (t). For ease of reference, a portion of FIG. 2 is set forth below: 



DRAIN Ol/T^UT, 

IS) ,s 2 ) 
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Accordingly, as illustrated in FIG. 2, the output of the switching element 30 (V D (t)) is an 
unrectifiedAC signal Thus, the switching element 30 is not a rectifier and does not 
provide a rectified signal as recited by claim 1. 

Claims 2-4 and 12 depend from claim 1. Accordingly, Nakamiya fails to disclose 
each and every element of these claims, at least by virtue of their dependency on claim 1 . 

The Examiner has set forth improper grounds for the rejection of claims 16-18 
Claim 16 is rejected under 35 U.S.C. Section 102(b) as being anticipated by 
Nakamiya, The claim recites Monitoring within a System On a Chip (SOC) device an 
oscillation output of a signal controlled oscillator of the SOC device to determine an 
operating condition of the signal controlled oscillator." Nakamiya does not disclose a 
System On A Chip. In feet, the Advisory Action acknowledges that this element is not 
disclosed by Nakamiya. Advisory Action, p. 2. Accordingly, Nakamiya fails to disclose 
each and every element of claim 16. 

The Advisory Action states that "one of ordinary skill in the art would recognize 
the device of Nakamiya et. al. as "system on a chip." Id. This is improper as a basis for 
the anticipation rejection of the claim under 35 U.S.C. Section 102(b). The Examiner 
appears to be constructing an "Official Notices-type Section 103 rejection. However, the 
Examiner has not explicitly rejected claim 16 under Section 103, and therefore the 
Applicants have not been afforded an opportunity to challenge the Examiner's Official 
Notice, as permitted under MPEP Section 2144,03. Accordingly, the rejection of claim 
16 is improper. 

Claims 17-18 and 24-25 depend from claim 16. Accordingly, Nakamiya fails to 
disclose each and every element of these claims, at least by virtue of their dependency on 
claim 16. 

The Examiner has failed to give any stipport for the rejection of claim 26 

With respect to claim 26, the Final Action indicates at page 2 that the claim is 
rejected based on Nakamiya. The only reason set forth for the rejection is alleged in the 
Office Action of August 1 . 2005, which states that the methods of claim 26 are 
"inherently present in the structure of device of Nakamiya." August l f 2005 Office 
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Action, page 3 , However, "in relying upon the theory of inherency, the examiner must 
provide a basis in feet and/or technical reasoning to reasonably support the determination 
that the allegedly inherent characteristic necessarily flows from the teachings of the 
applied prior art." Ex parte Levy, 17 USPQ2d 1461, 1464 (Bd, Pat App. & Inter, 1990) 
(emphasis in original). The Examiner has failed to make any showing that the method of 
claim 26 necessarily flows from the disclosure of Nakamiya. Accordingly, the Examiner 
has failed to establish a prima facie case that Nakamiya discloses or suggests each and 
every element of claim 26. 

Claims 13-15 are allowable 

At page 2 of the Office Action, claims 13-15 are rejected under 35 U.S.C. Section 
103(a) as being unpatentable overNamakiya in view of Heinonen (U,S. Application 
Publication No. 2003/0060176). 

Claims 13-15 depend from claim 1. As explained above, Nakamiya does not 
disclose each and every element of claim 1 . Accordingly, Nakamiya fails to disclose 
each and every element of claims 13-15, at least by virtue of their dependency on claim L 
Further, Heinonen fails to disclose the elements that are lacking in Nakamiya* 
Accordingly, Nakamiya and Heinonen, individually and in combination, fail to disclose 
or suggest each and every element of claims 13-15. For at least this reason a prima facie 
rejection of claims 13-1 5 under § 103 has not been established. 

Conclusion 

The Applicants respectfully submit that the present application is in condition for 
allowance, and an early indication of the same is courteously solicited. The Applicants 
believe no additional fees are due, but if the Commissioner believes additional fees are 
due, the Commissioner is hereby authorized to charge any fees, which may be required, 
or credit any overpayment, to Deposit Account Number 50-0441 . 
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Respectfully submitted, 



WLV/6C 



Date 



Adam D. Sheehan, Reg. No. 42,146 



Larson Newman Abel Polansky & White LLP 
5914 W. Courtyard Dr., Suite 200 
Austin, Texas 78730 
(512)439-7100 (phone) 
(512) 439-7199 (fax) 
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